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 Using Customs to 
Stop Counterfeiters 

 Any successful character prop-
erty will be knocked off by coun-
terfeiters around the world. With 
the global economic downturn 
and ease of distribution over the 
Internet, counterfeits are boun-
tiful. The People’s Republic of 
China (PRC) continues to be 
the main source for counterfeits 
across many product  categories—
estimated by some to be as high as 
80 percent of all counterfeits pro-
duced worldwide. Unauthorized 
products made in the PRC find 
their way into markets in virtually 
every country. 

 Whatever the source, counter-
feits abound throughout  Eastern 
Europe, the Middle East, Asia, 
Central and South America, and 
even in the established markets of 
the United States, Canada, Austra-
lia, Japan, and Western Europe. 
Dealing with these infringe ments 
can be a daunting task. While 
there are many avenues available 
to counter the knockoffs, this 
column discusses how to work 
with customs officials to address 
a worldwide infringement prob-
lem. The customs officials in any 
given country are the first line of 
attack for countering infringing 
imports and exports. 

 US Customs 
 In the United States, customs can 

be an effective barrier in  preventing 
the influx of counterfeit goods into 

the US marketplace (or from pass-
ing through the country on the 
way to other ports). 

 Character licensors should first 
file for copyright and trademark 
protection. Because it can take 
many months to obtain copyright 
or trademark registrations, it is 
vital to start the process as soon as 
possible to cover the main artistic 
renditions and brands associated 
with the property. 

 Once registrations are secured, 
owners should record their copy-
right registrations and trademark 
registrations with the US Customs 
Service. They also should provide 
Customs with information on the 
identity of licensees worldwide, 
and on any known or suspected 
infringers. 

 Moreover, because of the huge 
burden the Customs officials face 
in policing the borders, the char-
acter licensor should take other 
affirmative steps to educate Cus-
toms officials about their par-
ticular rights, their authorized 
products, and how to identify 
infringements. For example, the 
International Anti-Counterfeiting 
Coalition and its member compa-
nies regularly organize training for 
Customs officials at ports across 
the United States. 

 This hands-on training assists 
Customs with understanding the 
valuable intellectual property 
rights, the scope of the infringe-
ment problem, and how to tell 
authorized goods from the knock-
offs. Often the character licensor 

can identify common “mistakes” 
that infringers make during the 
copying process, such as mis-
spellings of names, errors in the 
copyright or trademark notices, 
improper depictions of the char-
acters, or mixing of the characters 
with other brands. Many brand 
owners use holograms or special 
inks, but those too, can be copied. 
Sometimes more expensive tech-
nological marking is used to iden-
tify legitimate goods. Given the 
ever increasing ability of infring-
ers to make better quality knock-
offs, providing as much detail as 
possible to Customs is vital to 
a successful border control pro-
gram. 

 In the United States, if a sus-
pect shipment is discovered, Cus-
toms may detain the items for 
30 days. During that period, Cus-
toms contacts the designee of the 
rights owner to provide informa-
tion on the items detained. The 
importer may secure the release 
of the goods by showing that they 
are authorized. If Customs deter-
mines that the goods are infring-
ing, it sends a notice of exclusion 
to the importer and seizes the 
goods. The burden then shifts to 
the importer to seek relief from 
seizure. Many importers never 
contest the issue. 

 Customs in 
Other Countries 

 The customs services in other 
countries often have similar sei-
zure procedures. The officials 
detain and seize items that infringe 
on the trademarks and/or copy-
rights of licensors. Because the 
time frame often can be short 
for confirming with customs that 
the goods are fake, it is vital for 
character licensors to be able to 
act quickly to work with customs 
and show appreciation for cus-
toms’ willingness to protect their 
rights. Many local law firms are 
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well versed in their clients’ rights 
and have pre-authorization to 
assist the character licensors in 
working with  customs to identify 
counterfeits. Law firms often have 
solid relationships with customs 
officials so they are regularly con-
tacted by customs about possible 
infringing goods and know how 
to work within the system. These 
local relationships can be invalu-
able in using border controls to 
stop infringements from flooding 
the market. 

 Character licensors, therefore, 
would be well advised to con-
sult local counsel in countries 
where infringements are sourced, 
or where they are being sold, 
to determine whether customs 
officials may be able to assist in 
enforcement. Although generally 

a very cost-effective means for 
dealing with large quantities of 
goods, it is important to under-
stand the procedures and expected 
costs for implementing a border 
control program. In some cases, 
it may be necessary for the licen-
sor and/or its licensees to provide 
testimony or other assistance in 
the prosecution of the infringer, 
or even to file litigation. The cus-
toms officials may not be suffi-
ciently versed in the intellectual 
property rights at issue to pros-
ecute the matter without further 
assistance from the rights’ owner. 
Therefore, all parties should 
understand the costs involved, 
in the event that further enforce-
ment action would be advisable 
to follow up on customs’ initial 
actions. 

 Conclusion 

 Stopping knockoffs through cus-
toms officials is one of the tools 
that character licensors should uti-
lize for attacking the counterfeit 
problem. Although customs offi-
cials may have limited resources, if 
character licensors arm them with 
the information needed to pro-
tect trademarks and copyrights, 
and act timely when contacted 
by customs to confirm that the 
goods should be seized, this can be 
one of the easiest and most cost-
 effective means of dealing with the 
international counterfeiting crisis, 
container load by container load. 

  Deborah Wilcox is a partner 
at Baker & Hostetler LLP in 
Cleveland, OH  
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